
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/741,311 


12/19/2000 


Hamayun Ahmad Zai 




6167 



8685 7590 12/17/2007 

DERGOSITS & NOAH LLP 

FOUR EMBARCADERO CENTER, SUITE 1450 

SAN FRANCISCO, CA 941 1 1 



EXAMINER 



DONNELLY, JEROME W 



ART UNIT 



3764 



PAPER NUMBER 



MAIL DATE 



12/17/2007 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

09/741,311 


Applicant(s) 

ZAI, HAMAYUN AHMAD 


Examiner 

Jerome W Donnelly 


Art Unit 

3764 





» The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. — 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. . 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E>3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |^J Claim(s) l-jb is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6jp- Claim(s) is/are rejected. ip-(&Civa /6 

7) D Claim(s) is/are objected to. 

8) [^t Claim(s) are subject to restriction and/or election requirement. < 4- 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 09/741 ,31 1 Page 2 

Art Unit: 3764 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 6 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Ehrenfried. 

The method of use of is disclosed by the method of Ehrenfried (see the abstract). 

Ehrenfried discloses a method or scoring combat sports by attaching indicating 
means to one person and then to another in the form of something physical, the 
physical form comprising hook and loop fastening means. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Note the overall device of Muchnick and Clarke. 

This application contains claims directed to the following patentably distinct 
species: 

Group I, Claims 1, 2, 6 and 10; 

Group II, Claim 3;, 

Group III, Claim 4, 

Group IV, Claim 5; 

Group V, Claims 7-9. 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1 and 2 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141 . If claims are added after 
the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

A complete reply to the final rejection must include cancellation of nonelected claims or 
other appropriate action (37 CFR 1 .144) See MPEP § 821 .01 . 

During a phone interview applicant elected the invention of claims 1 , 2, 6 and 10 
with traverse. Claims 3-5, 7-9 and 1 1-20 are withdrawn and therefore not examined on 
the merits of the claims. 
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Claims 1 1-20 are added new claims. Claims 11-15 are directed towards a chest 
protector and new claims 16-20 are directed towards a head protector. 

Newly submitted claims 11-15 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the original claims 
are method claims 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 1 1^15 is apparatus species and is 
withdrawn from consideration as being directed to a non-elected invention. See 37 CFR 
1.142(b) and MPEP § 821.03. 

Any inquiry concerning this communication should be directed to Jerome 
Donnelly at telephone number (571) 272-4975. 



Jerome Donnelly 




